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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this conmiunication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after t he mailing date of this com munication, even if timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 08 October 2007 , 
2a)ISI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Claim(s) 1.2 and 4-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1.2 and 4-20 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ectlon is required If the drawlng(s) is objected to. See 37 CFR 1.121(d). 

11) n The oath or declaration is objected to by the Examiner. Note the attached OfHce Action or fonm PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Response to Amendment 

1 . The amendment filed on 1 0-08-2007 has been entered and considered. 
Claims 1-2 and 4-20 are pending in this application. 

Claim 3 has been canceled. 

Claims 1-2 and 4-20 remain rejected as discussed below. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewlse extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); /n re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-2 and 4-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-20 of 
copending Application No. 10/678,812. Although the conflicting claims are not identical. 
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they are not patentably distinct from each other because the instant application claims a 
method and a system for communicating information between cards of a network and 
the copending application claims a method and a system for communicating protection- 
signaling information between cards in a network. Thus, the information claimed in the 
instant application is general and can include but not limited to the protection-signaling 
information claimed in the copending application. 

For claim 1 , claim 1 1 (amended) of the copending application No, 10/678,812 
discloses a method of communicating protection-signaling information between cards in 
a network element, the method comprising: transmitting protection-signaling information 
from each of a plurality of tributary cards to a cross-connect card in an out-of-band; 
collecting the protection-signaling information obtained by the cross-connect card from 
the plurality of tributary cards; incorporating the collected protection-signaling 
information into an out-of-band signal; and simultaneously transmitting the out-of-band 
signal with the collected protection-signaling information incorporated therein from the 
cross-connect card to each tributary card in the plurality of tributary cards. 

Claims 1-2 and 4-20 of the instant application merely broadens the scope of the 
claims 1-20 of the copending application No. 10/678,812 by not specifying what kind of 
information is communicating between the cards. Thus, it would have been obvious to 
the one skill in the art at the time. of the invention to communicate any kind of 
information and not limiting on communicating only protection-signaling information for 
the purpose of increasing the efficiency of the system or add/enhance features by 
communicating any other information. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 
The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in vt/hich the invention was made. 

3. Claims 1-2 and 4-10 and 20 are rejected under 36 U.S.C. 103(a) as being 
unpatentable over Chi et al (US 6,654,341) hereinafter referred to as Chi. 

For claim 1 , Chi discloses a method of communicating information between cards 
of a network element In addition to data traffic being fonvarded between the cards, the 
method comprising: transmitting a first out-of-band signal containing the information 
from a first card to a second card over a link dedicated to carrying out-of-band signals 
between the first card and the second card (see Figure 12; wherein Node 1230 is 
transmitting K-byte signal to switch 1240; Inherently K-byte signal Is an out-of-band 
signal because It is dedicated to transfer only signaling information). Chi discloses all 
the subject matter with the exception of simultaneously transmitting a second out-of- 
band signal containing the information received by the second card to a plurality of 
cards in the network element, but Chi also discloses transmitting a second out-of-band 
signal containing the Information received by the second card to a plurality of cards (see 
Figure 12; wherein switch 1230 sends a K-byte signal to switch 1240 then to the 
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switches 1210 and 1220), and also suggests that multiple rings may share a protection 
line by using K-byte signaling (see column 5 lines 10-14). Thus, it would have been 
obvious to the one skill in the art at the time the invention to simultaneously transmit the 
second out-of-band signal to more than one card (switch) for the purpose to have more 
back-up cards (switches) for redundancy to increase protection and reliability. 

Claim 20 is rejected for same reasons as claim 1 , since claim 20 is the system 
that is performed by the method of daim 1 . 

For claim 2, Chi discloses a method, wherein the first and second out-of-band 
signals are transmitted at a frame rate used for synchronous data transmission of 
optical signals (see column 4 lines 49-51; information is passed over SONET lines at 
the same rate). 

For claim 4, Chi discloses a method, further comprising receiving the second out- 
of-band signal at one of the plurality of cards and determining which portion of the 
information in the second-out-of-band signal to process (see Figure 12 and column 6 
lines 18-21, wherein the K-byte signal is received by the last switch 1220 which process 
the portion of information that indicates the use of protection line in ring 1205). 

For claim 5, Chi discloses a method, further comprising detecting by the first card 
an opening of a latch precedent to removing the first card from the network element 
(see Figure 12; wherein Node 1230 detected a break as indicated by the "X"), 
incorporating an indicator of the opening of the latch in the first out-of-band signal, and 
including the indicator in the second out-of-band signal (see Figure 12; wherein switch 
1230 sends a K-byte signal to switch 1240 then to the switches 1210 and 1220 and 
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wherein K-byte signal is an out-of-band signal because it is dedicated to transfer only 
signaling information). 

For claim 6, Chi discloses a method, wherein the information is status information 
(see column 6 lines 29-32; wherein the switch receives the K-byte signal that can 
include status information "fault"). 

For claim 7, Chi discloses a method, wherein the status information is at least 
one of a path status, a line status, a latch-open status, and a master-slave status (see 
column 6 lines 29-32; wherein information includes availability of protection line "Line 
status"). 

For claim 8, Chi discloses a method, wherein the information is one of a line 
protection request, a line protection acknowledgment, and a K byte (see column 6 lines 
18-19; wherein K-byte signaling is used). 

For claim 9, Chi discloses a method, wherein each out-of-band signal is a frame 
having a plurality of timeslots for each carrying a packet (see column 5 lines 10-11; 
frame STS-1). 

For claim 10, Chi discloses a method, further comprising assigning particular 
data types to particular timeslots of the frame (see column 5 lines 10-11; frame STS-1 ). 

Claim Rejections - 35 USC § 102 

The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made In this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described In (1) an application for patent, publistied under section 122(b), by another filed In the United 
States before the Invention by the applicant for patent or (2) a patent granted on an application for patent by another filed In the 
United States before the invention by the applicant for patent, except that an international application filed under the treaty 
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defined in section 351 (a) shall have the effects for purposes of this subsection of an application filed In the United States only If 
the international application designated the United States and was published under Article 21(2) of such treaty In the English 
language. 

4. Claims 11-17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
lacovino et al (US 2004/0085954) hereinafter referred to as lacovino. 

For claim 1 1 , lacovino discloses a method of communicating information 
between cards of a network element in addition to data traffic being forwarded between 
the cards, the method comprising: receiving an incoming data signal at a first card from 
over a network (see Figure 9 step 800; receive information); obtaining information from 
the incoming data signal (see Figure 9 step 840; extract error status); forwarding the 
incoming data signal to the second card at a frame rate used for synchronous data 
transmission of optical signals (see Figure 9 step 810; transmit signals to switch 
module); and transmitting an out-of-band signal containing the extracted information 
from the first card to a second card at the frame rate (see Figure 9 step 860, transmit 
OOBS to switch module). 

For claim 12, lacovino discloses a method, wherein the information is one of a 
line protection request, a line protection acknowledgment, and a K byte (see paragraph 
001 5; K1 , K2 bytes are defined as APS bytes). 

For claim 13, lacovino discloses a method, wherein each out-of-bancf signal is a 
frame having a plurality of timeslots for each carrying a packet (see frame STS-1 ). 

For claim 14, lacovino discloses a method, further comprising assigning 
particular data types to particular timeslots of the frame (see frame STS-1). 
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For claim 15, lacovino discloses a method, wherein the frame rate is 8000 
frames per second (see page 3 paragraph 0044 lines 7-11; 125 us) 

For claim 16, lacovino discloses a method, wherein the first card is a tributary 
card and the second card is a cross-connect card (see Figure 6; Line module and 
switch module). 

For claim 17, lacovino discloses a method, wherein the first card and second 
card are tributary cards (see Figure 6; Line modules). 

For claim 18, lacovino discloses a method, wherein aggregating the received 
information by the second card in out-of-band signals transmitted from a plurality of 
cards (see Figure 9 step 910; wherein Switch module receives status bytes form all line 
modules via out-of-band signals). 

Claim Rejections ■ 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sidll in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over lacovino 
et al (US 2004/0085954) hereinafter referred to as lacovino in view of Chi et.al (US 
6,654,341) hereinafter referred to as Chi. 

For claim 19, lacovino discloses all the subject matter with the exception of 
simultaneously transmitting the aggregated information from the second card to a 
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plurality of cards. However, Chi discloses transmitting a second out-of-band signal 
containing the information received by the second card to a plurality of cards (see 
Figure 12; wherein switch 1230 sends a K-byte signal to switch 1240 then to the 
switches 1210 and 1220 and column 6 lines 29-32; wherein information concerning 
availability of a particular protection line as well as information concerning a fault is 
distributed amongst the switching elements through K-byte signaling), and also 
suggests that multiple rings may share a protection line by using K-byte signaling (see 
column 5 lines 10-14). Thus, it would have been obvious to the one skill in the art at the 
time the invention to simultaneously transmit the second out-of-band signal to more 
than one card (switch) for the purpose to have more back-up cards (switches) for 
redundancy to increase protection and reliability. 

Response to Argument 
6. Applicant's arguments filed have been fully considered but they are not 
persuasive. 

Regarding the double patenting rejection, the applicant cancelled claim 3 to 
traverse the rejection. However, cancelling claim 3 is not enough to traverse the double 
patenting because all claims were rejected (see the statement of rejection in Paragraph 
2 on page 2 of the last office action). In order to traverse the rejection, a terminal 
disclaimer is needed to be filed. 

Regarding the 103 rejection, in the remarks pages 8-10, the applicant argues the 
term "out-of-band signals". In response to applicant's argument, it is noted that the 
features upon which applicant relies (the status information is sent in parallel to the 
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SONET traffic stream and not within the SONET stream) are not recited In the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). However, the applicant defines the "out-of-band 
singaling" as "signaling that occurs independently of or separately from the signaling 
carrying the data traffic" (see [0022] of the applicant specification). From at least the 
applicant definition of the term, the K-byte signal of the reference Chi reads on the term 
because the K-byte signal does not have any traffic data and therefore occurs 
separately from the signaling carrying data traffic. Also, the term "out-of-band" is broad 
term that can also mean "outputted signal" as the term "in-band" can mean "inputted 
signal". 

Regarding the 102 rejection, in the remarks pages 10-12, the applicant argues 
the term "frame rate". The examiner disagrees with the applicant for the following 
reasons: First of all, it is noted that the features upon which applicant relies (i.e., the 
same frame rate) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns. 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Second of all, it is not known how the applicant calculated the rate in the second 
paragraph of the page 1 1 of the Remarks using an example in the reference and 
excluding the examiner's citations. It is specified in the reference page 3 [0044] lines 
10, that the SONET frames requires 8Khz or 125 us as specified in the applicant 
disclosure and claims. Finally, the claimed term "the frame rate" is broad term and can 
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include any rate especially If the frame rate is variable and in this case can be equal to 
any rate. 

Conclusion 

7. Examiner's Note: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although 
the specified citations are representative of the teachings of the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as 
well. It Is respectfully requested from the applicant in preparing responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the Examiner. In the case of amending the claimed invention, Applicant is 
respectfully requested to indicate the portion(s) of the specification which dictate(s) the 
structure relied on for proper interpretation and also to verify and ascertain the metes 
and bounds of the claimed invention. 

When responding to this office action, applicants are advised to clearly point out 
the patentable novelty which they think the claims present in view of the state of the art 
disclosed by the references cited or the objections made. Applicants must also show 
how the amendments avoid such references or objections. See 37C.F.R 1.1 11(c). In 
addition, applicants are advised to provide the examiner with the line numbers and 
pages numbers in the application and/or references cited to assist examiner in locating 
the appropriate paragraphs. 
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8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hicham B. Foud whose telephone number is 571-270- 
1463. The examiner can normally be reached on Monday - Thursday 10-3 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chau T. Nguyen can be reached on 571-272-3126. The fax phone number 
for the organization where this application or proceeding Is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Hicham Foud 
12/17/07 




